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REMARKS 

Claims 1-20 remain pending and at issue in the present application Reconsideiation 
and allowance of all pending claims are respectfully requested. 

The Office rejects claims 1-20 under 35 U S C §112, first paragraph, as failing to 
comply with the written description requirement Applicant traverses this ground of 
rejection 

As an initial point, the Office has failed to apply the correct standard in concluding 
that the term "rigidly coupled" fails to comply with the written description requirement of 35 
U .S C §112 In articulating the rejection, page 3 of the Office action states that: 

The specification described the engagement on page 3 in lines 
4-12 as being fixedly coupled, but there is no mention of a rigid 
or nonflexible connection The only mention of rigid is in 
r egar ds to the inner member . 

The Office, therefore, argues that the absence of word-for-word support of the claimed term 

violates the written description requirement 

The M P E P.,, however , clear ly states that the subject matter of a claim need not be 
described literally M P E P §2163 02 Instead, the proper standard for determining 
compliance with the wr itten description requirement is whether the descr iption conveys to 
one of ordinary skill, with reasonable clarity, that the applicant possessed the invention at the 
time the application was filed . Support for claimed subject matter may be found in the words 
and figures provided in the application Furthermore, the Examiner has the burden of 
establishing a prima facie case by identifying the claim limitation at issue and providing 
reasons why a person of skill in the art would not have recognized that the inventor was in 
possession of the invention as claimed in view of the application as filed. In the present 
application, the Office failed to apply the proper 1 standard for the written description 
requirement, and therefore the rejection based thereon must be withdrawn 

When the appropr iate standard is applied, it is clear that the amended claims are fully 
and adequately described in the specification, and therefore comply with the written 
description requirement Support for the "rigidly coupled" language is found throughout the 
specification and drawings as originally filed First, page 6, lines 16-24, of the specification 
describe a rigid inner member 1 20 including a flange 78 defining a mounting surface 80., The 
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mounting surface is fixed to the seat 66 of the inner shaft 18. At page 9, lines 1-2, in 
describing operation of the catheter, the specification states, "The position of the catheter 
100, and consequently the stent 108, is maintained due to its connection to the inner shaft 18 
by way of the rigid inner member 20." Figs 9-1 1 illustrate how the rigid inner member 20 
and inner shaft 18 maintain the same positional relationship both before and after movement 
of the outer shaft 16 From this disclosure, one of skill in the art would understand that the 
coupling between the rigid inner member 20 and the inner shaft 1 8 must be rigid in order to 
maintain the positional relationship illustrated in the drawings Accordingly, under the 
appropriate standard, the claims as presented are fully and adequately described in the 
specification as filed, and therefore the written description rejection must be withdrawn. 

Turning to the rejections based on the prior art, the Office has rejected claims 1-19 
under 35 U S .C § 103(a) as allegedly obvious over U S Patent No 5,634,928 ("Fischell") in 
view of U.S. Patent No 5,026,3 77 ("Burton") Applicant traverses this ground of rejection. 

The cited prior art fails to disclose or suggest the "rigid inner member" as recited in 
each claim at issue, As defined in Webster's Ninth New Collegiate Dictionary, an excerpt of 
which is attached hereto as an appendix, the term "rigid" is defined as "deficient in or devoid 
of flexibility " Using this definition, the references relied on by the Office fail to disclose or 
suggest a rigid inner member that is also coupled to an inner shaft. 

More specifically, the inner tube of Fischell includes a flexible portion, and therefore 
is not responsive to the rigid inner member As noted above, the term rigid is defined as 
"deficient in or devoid of flexibility." Fischell clearly states that the inner tube 1 1 includes a 
distal portion 1 1 A that is "highly flexible " (Fischell, column 4, line 12). Moreover, the 
flexible, distal portion 1 1 A is not merely localized at a tip of the inner tube 1 1 but instead 
"extends for a considerable distance beyond the distal end of the balloon 16 " (Fischell, 
column 4, lines 7-9) Still further, it is clear that the inner tube 1 1 must include the flexible 
portion 1 1 A because it is inserted into the vasculature of the patient, which may follow a 
tortuous path Consequently, because the inner tube 1 1 includes a highly flexible distal 
portion 1 1A, it is not "deficient in or devoid of flexibility," and therefore Fischell does not 
disclose or suggest a rigid inner member coupled to an inner shaft. 
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Button similarly fails to disclose or suggest the rigid inner member specified in the 
claims at issue Burton discloses a hollow core 5 that carries a grip member 9 for holding a 
stent 10, At least a distal portion of the hollow core 5 is inserted into the body cavity, which 
may follow a tortuous path, and therefore at least a portion of the hollow cor e 5 must be 
flexible Thus, the hollow core 5 is not "deficient in or devoid of flexibility" and Burton does 
not disclose or suggest a rigid inner member coupled to an inner shaft 

Because Fischell and Burton, both individually and in combination, fail to disclose or 
suggest the claimed rigid inner member, it follows that the claims are not obvious over the 
cited prior art Consequently, the prior art rejection asserted against the claims must be 
withdrawn 

Additionally, the cited prior art fails to teach or suggest the relationship between the 
inner and outer shafts as recited in the pending independent claims Each independent claim 
requires the inner shaft to have distal end that is disposed proximally to the distal end of the 
outer shaft, Each claim further recites that the outer shaft has a first position, in which the 
distal end of the inner shaft is relatively farther from the distal end of the outer shaft, and a 
second position, in which the distal end of the inner 1 shaft is relatively nearer to the distal end 
of the outer shaft In both positions, however, the inner shaft distal end is disposed 
proximally to the distal end of the outer shaft . 

The cited pr ior art does not teach this positional relationship between the inner and 
outer shafts The inner tube 13 of Fischell has a distal end that is always disposed distally 
with respect to the distal end of the tube 24 See Fig 1 of Fischell Furthermore, Burton 
does not disclose both an inner and outer tube, and therefore fails to disclose the above-noted 
relationship therebetween Thus, for at least this additional reason, the obviousness rejection 
based on the proposed combination of Fischell and Burton must be withdrawn. 
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CONCLUSION 

It is submitted that the present application is in good and proper form foi allowance. 
A favorable action on the part of the Examiner 1 is respectfully solicited 

If, in the opinion of the Examiner a telephone conference would expedite prosecution 
of the subject application, the Examiner is invited to call the undersigned attorney 

The Patent Office is hereby author ized to charge any deficiency in the fees filed, 
asserted to be filed or which should have been filed herewith (or with any paper hereafter 
filed in this application by this firm) to our Deposit Account No, 50-3629 



Dated: November 14,2006 Respectfully submitted, 



By_ 




Brent E Matthias 

Registration No.: 41,974 
MILLER, MATTHIAS & HULL 
One North Franklin Street 
Suite 2350 
Chicago, IL 60606 
(312)977-9902 
Attorney for Applicant 
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